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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement (IDS) filed on 5-28-04 was considered by 
the examiner. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 40 and 41 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The instructions encoded in a 
processor readable medium do not produce any tangible result. Therefore, the claimed 
invention is directed to non-statutory subject matter 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

5. Claims 1-4, 7-10, 14-15, 17-22, 24-25, 27-28, 30-32, 35-37 and 39-41 are 
rejected under 35 U.S.C. 102(e) as being anticipated by by Sharony US007019663B2. 

As to claim 1 , Sharony discloses a method for determining the physical location 
of a device that has both wireless wide area network (WAN) communication capability 
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and wireless local area network (LAN) communication capability (see col. 1, lines 43- 
50), the method comprising steps of: receiving a signal at the device from wireless WAN 
equipment that causes the device to initiate a wireless LAN location process (see fig. 
2b, item 305); and executing the wireless LAN location process to determine the 
physical location of the device (see fig. 2b, item 306-314). 

As to claim 2, Sharony discloses a method wherein the step of receiving 
comprises receiving a signal paging signal (see col. 2, 46-60). 

As to claim 3, Sharony discloses a method of claim 1 , and further comprising the 
step of receiving a location request that includes an identifier of the device to be located 
(see col. 2, 46-60). 

As to claim 4, Sharony discloses a method in response to receiving the location 
request, further comprising the step of sending a signal to the wireless WAN equipment 
that requests the wireless WAN equipment to transmit the signal that causes the device 
to initiate the wireless LAN location process (see col. 2, 46-60). 

As to claim 7, Sharony discloses a method wherein the step of executing the 
wireless LAN location process comprises executing a process that computes the 
location of the device based on one or more of: time of arrival data, time difference of 
arrival data, and received signal strength data, derived from a signal transmitted by the 
device (see col. 3, lines 29-60). 

As to claim 8, Sharony discloses a method further comprising the step of 
executing a software application (instructions) in the device that initiates the wireless 
LAN location process (see col. 2, lines 47-50). 
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As to claim 9, Sharony discloses a method further comprising, at a computing 
device coupled to the wireless LAN, generating at least one signal to be transmitted by 
a wireless LAN device to the device and one or more other wireless LAN devices in 
order to set-up the wireless LAN location process (see col. 3, lines 7-18). 

As to claim 10, Sharony discloses a method of claim further comprising, at the 
computing device, the step of processing data derived from one or more signals 
transmitted by the device to be located to determine the physical location of the device 
(see col. 3, lines 19-28; col. 2, lines 35-37). 

As to claim 14, Sharony discloses a method further comprising the step of 
downloading to the device a software application that the device uses to initiate the 
wireless LAN location process in response to receiving the signal from the wireless 
WAN equipment (see col. 2, lines 47-50). 

As to claim 15, Sharony discloses a method further comprising the step of 
sending location information of the device to a party (see fig. 2b, item 314). 

As to claim 17, Sharony discloses a method wherein the step of sending 
comprises sending location information of the device to a party that requested location 
of the device (see fig. 2b, item 314). 

As to claim 18, Sharony discloses a method of claim wherein the wireless WAN 
equipment transmits the signal to the device in response to receiving a request for 
location of the device by the party (see fig. 2b, item 300-314). 

As to claim 24, Sharony discloses a method further comprising the step of 
initiating a wireless LAN connection if the device is not already connected to the 
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wireless LAN when it receives the signal from the wireless WAN equipment (see col. 3, 
lines 1-28). 

As to claim 25, Sharony discloses a method further comprising the step of 
sending a message that is processed by the wireless WAN equipment, which in 
response, transmits the signal to the device that causes the device to initiate the 
wireless LAN location process (see fig. 2a 2b, item 300). 

As to claim 27, Sharony discloses a method for determining the physical location 
of a device that has both wireless wide area network (WAN) communication capability 
and wireless local area network (LAN) communication capability (see col. 1 , lines 43- 
50), the method comprising steps of: a. transmitting a wireless signal from the device, 
wherein the wireless signal includes information that indicates a location procedure is to 
be performed with respect to the device (see col. 2, lines 61-67); and executing a 
wireless LAN location process to determine the physical location of the device (see fig. 
2b, item 306-314). 

As to claim 28, Sharony discloses a method wherein the step of transmitting 
comprises transmitting a wireless LAN signal (see col. 3, line 2 - col. 4, line 3). 

As to claim 30, Sharony discloses a method further comprising the step of 
receiving the wireless signal from the device, at a computing device, transmitting a 
signal to the wireless device to set-up the wireless LAN location procedure (see fig. 2a 
2b, item 300,303). 

As to claim 31 , Sharony discloses a method of claim 30, wherein the step of 
executing comprises computing the location of the device based on data derived from at 
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least one signal transmitted by the device and received at one or more other wireless 
LAN devices (see fig. 2a 2b, item 314). 

As to claim 32, Sharony discloses the method wherein the step of transmitting 
comprises transmitting a wireless WAN signal (see fig. 2a 2b, item 303). 

As to claim 35, Sharony discloses the method further comprising the step of 
receiving the signal at wireless WAN equipment, and in response thereto, transmitting a 
signal to the device that causes the device to initiate the wireless LAN location (see fig. 
2a 2b; item 300, 303). 

Regarding claims 19-22 and 39-41 they are rejected for the same reasons of 
claims 1 , 8-9 shown above. 

As to claims 36 and 37, they are the corresponding device claims of method 
claims 1 and 9. Therefore, claims 36 and 37 are rejected for the same reasons. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in.the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 5-6, 11-13, 16, 23, 26, 29, 33-34 and 38 rejected under 35 U.S.C. 103(a) 

as being unpatentable over Sharony in view of Fomukong US006560461 B1 . 

As to claim 38, Sharony discloses a method for managing a process for locating 
a device that has both wireless wide area network (WAN) communication capability and 
wireless local area network (LAN) communication capability (see col. 1, lines 43-50), the 
method comprising steps of: receiving from a party a request to locate the device (see 
fig. 2a 2b, item 300); sending a signal to wireless WAN equipment that caused the " 
wireless WAN equipment to transmit a signal to the device the causes the device to 
initiate a wireless LAN location process (see col. 2, 46-60); and receiving location 
information determined from the wireless LAN location process; and delivering the 
location information to the party (see fig. 2b, item 314). Sharony do not specifically 
disclose verifying the party making the request and the device to be located. In an 
analogous art, Fomukong discloses verifying the party making the request and the 
device to be located (see col. 2, lines 1-13). Therefore it would have been obvious to 
one of the ordinary skill in the art at the time of the invention to verify the data for the 
simple purpose of disclose only authorized information. 

As to claim 34, Fomukong discloses the method wherein the step of transmitting 
comprises transmitting a message that includes an identifier of a party or destination to 
receive location information about the device (see col. 2, lines 1-13). 
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As to claim 5, Fomukong discloses the method wherein the step of receiving the 
location request comprises receiving a signal including pager number (see col. 3, lines 
18-56). 

As to claim 6, Fomukong discloses the method further comprising the step of 
verifying at least one of the identifier of the device and the party requesting the location 
of the device (see col. 2, lines 1-13), 

As to claim 16, Fomukong discloses the method wherein the step of sending 
comprises sending the location information in the form of paging message and an 
identifier of the party is designated by a user of the device (see col. 3 .lines 18-56). 

As to claims 26 and 33, Fomukong discloses the method wherein the step of 
placing the call comprises placing an emergency call (see col. 4, lines 62-64). 

As to claim 12, Fomukong discloses the method further comprising the step of 
receiving at the wireless WAN equipment an emergency call from the device (see col. 4, 
lines 62-64). Sharony discloses transmitting the signal to the device that causes the 
device to initiate the wireless LAN location process (see fig. 2b, item 303). 

As to claim 13 the method further comprising the step of sending information 
describing the physical location of the device to an emergency responder facility is a 
requirement set by the FCC. Therefore, it is not an inventive step. 

As to claims 1 1 and 23, Sharony and Fomukong discloses everything as 
disclosed above except for the method further comprising the step of terminating a 
wireless LAN connection at the device after completion of the wireless LAN location 
process. However OFFICIAL NOTICE IS TAKEN THAT the method of terminating a 
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connection after being used is common and well-known technique used to prevent 
wasting the bandwidth. Therefore, it would have been obvious to one of the ordinary 
skill in the art at the time of the invention to terminate the connection for the simple 
purpose of saving bandwidth. 

As to claim 29, Sharony and Fomukong discloses everything as disclosed above 
except for the method wherein the step of transmitting comprises placing a voice-over- 
IP call. However, OFFICIAL NOTICE IS TAKEN THAT the method wherein the step of 
transmitting comprises placing a voice-over-IP call is a common and well-known 
technique used globally. Therefore, it would have been obvious to one of the ordinary 
skill in the art at the time of the invention to use VOIP for the simple purpose of 
compatibility with the Internet. 

Conclusion 

Any response to this Office Action should be mailed to: 

U.S. Patent and Trademark Office 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

571-273-8300 

for formal communication intended for entry, informal communication or draft 
communication; in the case of informal or draft communication, please label 
"PROPOSED" or "DRAFT" 

Hand delivered responses should be brought to: 

Customer Service Window 
Randolph Building 
401 Dulany Street 
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Alexandria, VA 22314 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos L. Torres whose telephone number is 571-272- 
7926. The examiner can normally be reached on 8:00am-6:00 PM alt. Wednesday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-252-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 

Marcos L Torres /~\ A 




Examiner 




